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IP, Commercialisation - Going Global 

What is sought to be achieved?  

 Economic benefits for Malaysia 

 New industries (sometimes) 

 New businesses  

 New companies 

 New jobs 

 New business profits – and their economic multiplier effect 

 New salary and wages – and their economic multiplier effect 

 New export earnings  

 Improved balance of payments 

 Increase in the tax base, and the tax collected by Government 

 Greater resources Government has with is increased revenue to do 

beneficial things for the community 

 Social benefits – new products and services for the community 

 



Outline 

 Commercialisation & Going Global 

 What can TTOs do to be more entrepreneurial? 

 

 Following slides I will share with you some of the things on the smorgasbord 

of possible initiatives that a TTO can take 

 

 Perspective 

 Countries to patent in 

 Making more use of the PCT system 

 The commercialisation window 

 TTOs that have a “shopkeeper” perspective 

 TTOs that have an entrepreneurial perspective 

 



Perspective 

 Countries have boundaries 

 Technology does not 

 Commercialisation opportunities are not limited to one’s own country 

 

 So often commercialisation efforts are confined to one’s own country 

 But if the technology is good technology 

 It is relevant not just in one’s own country, but internationally as well 

 Particularly so in relation to biotechnology 

 An innovation in  

 drug development (human or veterinary) 

 diagnostics (human or veterinary) 

 agriculture 

is not just relevant in Malaysia, but globally  

 

 



Perspective 

 Our perspective, and our commercialisation objective should extend beyond 

Malaysia, and beyond the region, to the global marketplace 



Countries to patent in 

 Let’s not confine patenting to Malaysia 

 You need to patent in each country that prudently should be patented to 

maximise economic benefits 

 If you patent in Malaysia only, you will likely only get royalties for sales of 

a product sold in Malaysia 

 If the licensee sells products in other countries, where there are no patents, 

a well informed licensee will not pay royalties for sales in those countries 

 

 Pursuing a patent in Malaysia only, and nowhere else, is achieving very modest 

commercialisation prospects 

 Malaysia is 0.42% of world economy (as a percentage of GDP) 

 Patenting in only 0.42% of the world’s markets is not enough 

 



Make more use of the PCT system, and 

patent in more countries 

 Making more use of the PCT system is a platform 

to going global 

 Malaysia acceded to PCT Treaty 2006 

 From 2006 to 2014 

 patent applications by Malaysians have 

multiplied by almost 3 

 PCT applications have multiplied by 9 

 Malaysian patent applicants increasingly making 

use of PCT system are increasingly going global 

 

 But still a big difference between PCT applications 

and national applications (1439-289 = 1,250) 

 In 2014 - 1,250 technologies not going global 

 



TTOs and patenting in more countries 

 Chinese university (but many university TTOs have a similar approach) 

 Policy was to patent in: 

 China (the university’s own country) 

 USA (the country with the singe largest market ) 

 No other countries 

 Both national applications 

 Never filed a provisional or PCT 

 Its approach to tech transfer was the “shopkeeper approach” 

 

 Three things the matter with this: 

1. breaks the “cast in stone” rule of TTO patenting 

2. ignores the “commercialisation window” 

3. passive tech transfer rather than proactive entrepreneurial TT 

 

“Here is my 

shop of IP. 

Now I wait for 

a customer to 

come along” 



“Cast in stone” rule of TTO patenting 

 What is the “cast in stone” rule? 

 

 

That:  

1. a TTO  

• will pay cost of 

• provisional patent application 

• PCT patent application 

• will never pay 

• national phase applications 

2. national phase applications will only ever be made if there is 

a licensee or commercial partner to pay for it 



“Cast in stone” rule of TTO patenting 

 If there is no licensee or other commercial partner by the time that national 

phase arrives, the project is not worth 

 Patenting 

 Commercialising 

 Resources being dedicated to it 

 The project is dropped 

 It is more worthwhile to use the available TTO resources to support other, 

newer projects 

 A TTO cannot afford to patent in many countries 

 If a TTO patents in just a few countries 

 is unlikely to be attractive to a commercial partner 

 is unlikely to realise meaningful economic benefits 

 It is not worthwhile patenting in just a few countries 



Commercialisation window 

 What is the commercialisation window? 

 

 The timeframe during which a TTO can meaningfully make efforts to 

commercialise a parcel of IP 

 

 How long is that time frame? 

 

 It depends on the perspective of the TTO 

 Does it have  

 a “shopkeeper” perspective? 

 an entrepreneurial perspective? 

 



Commercialisation window 

 

 

 The “shopkeeper” mindset 

 

Shopkeeper 

Package it – make it attractive 

Stock arrives 

Determine if saleable 

Wait for customer 

Sell it 

TTO 

Wait for licensee / investor 

License, start up etc 

Patent it 

Commercialisation assessment 

Invention Disclosure 



Commercialisation window 

 Chinese University (and many other universities) 

 No provisional applications made 

 No PCT applications made 

 Only national patents are applied for, and only in China and US 

 

 Commercialisation efforts commence when the national patent is applied for 

 

 Up to that time,  

 TTO is focused on “stocking” the TTO shop 

 Considering invention disclosures from scientists 

 Making commercialisation assessments of invention disclosures 

 Arranging for the making of patent applications 

 No commercialisation efforts are made  

 

 



Commercialisation window 

 It is the filing of the patent application that signals to the TTO that it now had 

something that it can commercialise 

 Before the patent is applied for it believed that it had nothing to 

commercialise 

 After the patent application is filed, there is now something “in the shop” 

and available 

 

 But it does not make  

 Provisional applications, nor 

 PCT applications 

 Only makes national phase applications in China and / or US 

 

 How much time does it allow itself to commercialise? 



Commercialisation window 
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1 – 5 years + 



Commercialisation window 

 What’s wrong with that? 

 

1. By filing in China and US only, result is that only those countries 

 Will have patents 

 Will earn royalties 

 

 Normally, royalties are paid for products sold where a patent is infringed 

 If in a country there is no patent, competitors can sell without a royalty 

overhead 

 Licensee is disadvantaged if the licensee has to pay a royalty when the 

competitor does not 

 Licensee will usually only pay royalties for sales in countries where 

there is a patent 



Commercialisation window 

 What’s wrong with that? 

 

2. The value proposition to the potential licensee is diminished 

 

 The potential licensee might have been more attracted to an opportunity 

where  

 there was patent protection in more countries 

 preferably, where the potential licensee could have input into the 

countries selected to pursue patenting 

 With patent protection confined to a few countries, and so modest: 

 Number of licensees that might have been interested are fewer 

 Reduces commercialisation prospects 

 Less likely to have a commercialisation success 

 

 



Commercialisation window 

 What’s wrong with that? 

 

3. Which brings greater economic benefits to Malaysia? 

 

 Scenario 1 Scenario 2 

Licensee Malaysian Company Malaysian Company 

Patents in Malaysia Malaysia + 10 other countries 

Market Malaysia Malaysia + 10 other countries 

Market size 29 million people 300 million people +++ 

Number of employees 10 100 

Export income RM 0 $$$ 



Commercialisation window 

 Best practice - Commercialisation window  
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Commercialisation window = 2 years + a bit 
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Commercialisation window 

 Why is this the optimal Commercialisation Window? 

 

 Commercialisation efforts start early 

 Unexpired duration of patent is maximised 

 Represents maximum value proposition to licensee 

 

 Licensee can have input into selection of countries to proceed to national phase 

 Represents maximum value proposition to licensee 

 

 TTO’s patent costs are modest  

 confined to provisional and PCT expenses 

 Expensive national phase expenses paid by the licensee 

 

 

 



Commercialisation window 

 The Commercialisation Window needs to be maximised 

 File provisional patent applications 

 File PCT applications 

 

 While the Commercialisation Window is open 

 Commercialisation effort needs to be maximised 

 Not the shopkeeper approach of waiting for a potential licensee to 

arrive 

 Proactive – entrepreneurial commercialisation efforts 

 Identify possible licenses 

 Seek them out 

 Win them over to the commercialisation opportunity 



Patent expenses should not be the driver 

 

 

 

 

 

 National application in Malaysia – RM 10,000 – 20,000 ? 

 It is saving money to confine patenting to Malaysia only 

 But the price of saving money is  

 Commercialisation opportunity is not being pursued in the optimal time, ie, 

when the Commercialisation Window is open 

 Commercialisation prospects are severely diminished 

 Opportunity for commercialisation at all is severely diminished 

 Opportunity for going global is given up 

Robust patent application expenses 

Provisional USD $3,000 - $5,000 

PCT USD $5,000 - $10,000 

Total USD $8,000 - $15,000 



What should be the driver 

 The driver should be 

 

 

 

 

 If a project does not have commercialisation prospects beyond Malaysia 

 confine patenting expenses to a Malaysian national application only 

 But those projects should be few and far between 

 

 Most projects, if they are deserving of commercialisation effort, 

 Require investment of  

 Money to maximise the commercialisation window 

 Time and effort to find a licensee 

 

 

What do I need to invest in this project to increase the prospects of its 

commercialisation success ? 



 

 

                           Thank you 


